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» » WHEN YOUR PRESIDENT undertook 
to make his first contribution to this 
page, back there almost a year ago 
(and where has 1960 gone?), he felt 
it appropriate to outline some objec- 
tives for his term of service as your 
titular leader. 

One of these was to seek to advance 
our long-cherished objective of a home 
of our own for the Association. 

Although as yet there is no concrete, 
physical evidence of effort toward this 
goal, considerable effort has been 
made, and the objective has never 
been lost sight of. 

It is now my happy opportunity to 
report on these efforts and their results 
to date. 

It appears at this writing that the 
Los Angeles County Bar Association 
may have a home of its own within 
less than two years. 

Our efforts to find a creditable, per- 
manent home have involved many pro- 
posals, studies and reports by our Club 
Quarters Committee, which space does 
not permit me to set forth. I shall, 
however, mention two principal plans, 
the former of which came to naught 
and the latter now a reasonable prob- 
ability for eventual fruition. 

We first met with the Board of 
Trustees of the County Law Library 
to discuss the possibility of adding a 
story, all or part of which might be 
leased for our association use. This 
proved unfeasible, as the building is 
not designed for vertical expansion. 
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(If and when more space is needed, 
the library will appropriate some of its 
parking space to the west. ) 

Then we turned our attention to the 
proposed Music Center, which is to 
be erected on the west side of Grand 
Avenue and which will face east along 
The Mall, thus becoming an integral 
part of the Civic Center. So far as 
convenience to the various legal ac- 
tivities of this area is concerned, not 
to mention the matter of prestige, this 
would be an ideal location in my 
opinion. 

Besides the main theater for opera - 
and other cultural presentations, the 
80-feet-high building will have a cer- 
tain amount of space available for 
other professional and non-profit 
groups and associations such as ours. 
Also, there will be adequate parking 
beneath and near the Music Center. 
Provision is being made for kitchens, 
dining rooms and restaurant facili- 
ties for the crowds attracted by the 
musical and cultural events to be pre- 
sented there. 

Several months ago Mr. Sharp Whit- 
more, a member of our Board of 
Trustees and the liaison with our 
Club Quarters Committee, and your 
President met with Mrs. Norman 
Chandler, who has long been the 
leader in efforts to provide Los An- 
geles with an adequate setting for 
musical and other cultural events. 

Our purpose was to discuss the pos- 
sibilities of our association acquiring 


73 





space in the Music Center for our 
headquarters. We were received with 
utmost courtesy and consideration and 
were assured that ours was the type 
of organization thought to be ideal for 
accommodation in the cultural struc- 
ture. 

It seems also that we had made our 
contact at a propitious moment, for 
the sponsors had been heartened so 
greatly by unexpectedly generous do- 
nations to the building fund that a 
larger building than originally planned 
was under consideration. 

On December 23 Mrs. Chandler in- 
formed your representatives that the 
Lease Board and Operating Board for 
the Music Center were then being 
formed, and when completed the 
Lease Board would soon be in a posi- 
tion to begin negotiations for alloca- 
tion of space to our association. 

The Music Center will be a highly 
creditable home not only for the com- 
munity’s major musical activities but, 
if our plans materialize—as I am con- 
fident now they will—it would be a 
home for our association of which 
every member could be proud. 

In fact, I know of no other bar asso- 
ciation in the nation, or in the world 
for that matter, which would be more 
entitled to feel pride in the architec- 
tural, functional and cultural stature 
of its official “home.” 

The Music Center will be an edifice 


unique in the world. It will ave 
towering, graceful arches arounc the 
entire exterior, with bronze and a um- 
inum window mullions to provide a 
dramatic contrast to the glass and 
marble walls. There will be a large 
restaurant on the top floor, which will 
provide an excellent view of the Civic 
Center and environs; with kitchen and 
other satellite facilities. 

Incidentally, two of our most vaiued 
members have served on the citizens 
advisory committee to the Board of 
Supervisors. Those who have thus 
helped assure the utmost in esthetic 
values in this project are Asa V. Call 
and Louis R. Vincenti. (Other mem- 
bers of this committee are J. Donald 
Locke, Carl Miller and Dr. M. Norvel 
Young. ) 

While there naturally remain to be 
worked out many major and minor 
aspects of the association’s quest for 
a suitable headquarters, all subject, of 
course, to the approval of our new 
Board of Trustees, it seems reasonable 
to assume at this writing that our 
search so far as location is concerned 
may be over. I am sure all members 
of our association will rejoice with me 
in the prospective solution of the prob- 
lem of finding a setting which will be 
creditable to an organization as honor- 
able and honored as is ours, and one 
which will be convenient for daily or 
frequent use by our membership. 
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THIS MONTH’S COVER 


j The cover on this issue of the BULLETIN shows the first patent ever granted 

by the United States government. (They now number almost 3,000,000. ) 
\ This No. 1 patent was signed by George Washington, Thos. Jefferson, then 
\ Secretary of State, and Edm. Randolph, Attorney General. The Kennedy 
brothers, John and Robert, and Secretary of State-elect Rusk, will be a little 
j 


too busy to sign the approximate 1,000 patents being issued every week! 


This first patent covered the invention of “making of Potash and Pearl ash 
by a new Apparatus and Process,” to wit, the “Discovery of burning the raw 
Ashes previous to their being dissolved and boiled in Water”—whatever that 
may mean. Apparently patents have been difficult to understand, from the 
Courtesy C. G. Stratton 
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LEONARD S. LYON 


By C. G. Stratton 
Member of the 1960 Bulletin Committee 


SWITCHBOARD OPERATOR: 
“Lyon and Lyon 

Which one please 

‘Is there more than one?” 

There are seven of them!” 


» » ALTHOUGH THE PATENT LAW FIRM 
of Lyon & Lyon, Los Angeles, now 
includes seven members of the Lyon 
clan, there are still more to come. 


During the last several years of the 
life of the firm’s founder, Frederick S. 
Lyon, there were nine Lyons in the 
firm, including the elder Mr. Lyon’s 
five sons and three of his grandsons. 
Leonard S. Lyon is now the senior 
partner of the firm and the subject of 
this profile. 


When Leonard Lyon, himself, de- 
cided that it was time for Stanford to 
graduate him, the Law School said he 
had taken too much engineering, and 
the Engineering School said he had 
taken too much law, so one of his first 
legal acts was to petition in pro. per. 
to the faculty as a whole. Result: A.B. 
in Law, 1918. He was admitted to 
practice in the State of California 
shortly thereafter, following a “strenu- 
ous” fifteen-minute oral examination 
by « District Court of Appeals. 

Going right into his father’s patent 
law office, which had been established 
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in 1902, young Leonard soon special- 
ized in patent litigation. He argued 
his first case in the Ninth Circuit 
Court of Appeals in October, 1915. In 
1921 two outstanding things hap- 
pened: first, the firm of Lyon & Lyon, 
composed of Leonard and his father, 
was formed; and, second, the case of 
Wilson v. Union Tool Co. was finally 
settled! His father had represented 
the Union Tool Co. in that famous 
patent case for fifteen years, begin- 
ning in 1906. 

Comes now 1927, when the writer 
first met Leonard Lyon, in Denver, 
Colorado, where the latter was taking 
depositions in a Patent Office Inter- 
ference on well-drilling equipment 


which politely retracted the drill bit ; 


when it struck a particularly persist- 
ent rock, and then the drill bit was 
fed forward again to take a fresh bite 
of the rock—all automatically. 
Depositions Taken on Typewriter 
That was when the writer first 
learned a lesson from Leonard Lyon, 
to wit: that the usual manner of tak- 
ing depositions stenographically did 
not apply to Patent Office depositions, 
but that Leonard could—and did- 
insist upon the depositions being 
taken down on the typewriter, ques- 
tion by question, page by page, and 
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Leonard §. Lyon, at right; Leon R. Yankwich, Judge, United States District Court, 
Southern District of California; and Daphne Robert Leeds, formerly Assistant Commis- 
sioner of Patents, in charge of trademarks. 


day by day, all fortnight long! (NOTE: 
The Patent Office now follows the 
usual practice. ) 

And so, year after year, Leonard 
Lyon proceeded in his quiet, gentle 
way to try patent litigation. Though 
not as active nowadays as formerly, in 
his long practice at the bar he has 
pleaded patent cases from Seattle to 
Florida, from San Diego to Boston, 
and in seven of the ten Courts of 
Appeal of the United States. Does 
anyone want to dispute the statement 
that he has tried more patent cases, 
before more courts, in more parts of 
the United States, for a longer period 
of time, than any other patent lawyer 
in this part of the country? And per- 
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haps we hear few if any challengers 
from anywhere in our broad land. 
Small wonder that he is a Fellow of 
the American College of Trial Law- 
yers. 

“During my practice, I have seen 
the pendulum swing from patents hav- 
ing a strong position in the federal 
courts, to a weak position,” reminisced 
Leonard Lyon recently. “Now the 
pendulum is swinging back. Not 100%, 
but it certainly has swung back some.” 

Leonard Lyon has seen clients 
served by his father and by him, now 
being served by his sons, the third 
generation. 

His longest trial? It was in New 
York, involving a calculating machine. 
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It took almost three years, with the 
judge declaring Christmas and sum- 
mer vacations during the trial. 


Most Interesting Experience 

His most unusual experience? It 
was before Judge Leon R. Yankwich, 
who also has had a long and honora- 
ble record of trying patent and trade- 
mark litigation from the bench. The 
attorney on the other side of a case 
complained to Judge Yankwich that 
he wanted to postpone the trial be- 
cause he had been unable to find a 
scientific expert who could testify 
about the physics in an invention 
involving the fusion of the picture and 
sound in a movie film. Judge Yank- 
wich asked Leonard Lyon if he had 
such a witness. Leonard did. Judge 
Yankwich asked Leonard Lyon if the 
other side could use his scientific wit- 
ness. Leonard agreed. So the trial 


went on. When Leonard Lyon’s wit- 
ness had finished testifying for the 


other side, Leonard had won. Moral: 
never “borrow” a witness from the 
other side. 

“Judge Yankwich deserves credit 


for the way he has carried out his 
duties as a judge,” said Leonard ‘yon 
in tribute to that former Chief J: dge, 
who is still very active in trying cases, 
“His prominence is the result of work. 
ing hard and having immense ability, 
He makes the most of his hard work.” 


Most Interesting Client 


Leonard Lyon’s most interesting 
client? Robert A. Millikan, Nobel 
prize winner in physics, and President 
of the California Institute of Tech- 
nology at the time of his death in 
1953. Leonard Lyon has been a 
Trustee of Cal Tech for ten years, and 
is a Director of the Stanford Research 
Institute. 

Leonard Lyon patented Dr. Milli- 
kan’s electric switch used on the ter- 
rifically high tension wires from 
Hoover Dam. The great need was for 
a high tension switch that would not 
arc. Dr. Millikan accomplished it with 
a switch that performed in a vacuum. 
The General Electric Company paid 
Cal Tech $100,000 plus royalty for the 
invention. Crime may not pay, but 
inventing does. 


Persons Who Served On The 
Federal Courts Criminal Indigent Defense Panel 
During December, 1960 


Wm. Matthew Byrne, Jr. 
Charles Collier 
Donald Crocker 
Charles Currey 
Ronald A. Dwyer 
Mitchel J. Ezer 
Virginia Fogg 
Murray Jackson 
Ruthe Jacobson 
Ernest E. Johnson 
Paul Kallman 
John Kennedy 


Joseph D. McNeil 
Samuel Morley 
Jeffrey Nagin 

C. Allen Poppleton, Jr. 
Arno S. Prinz 
Irwin E. Sandler 
Roger Sherman 
Howard S. Smith 
Henry Starr 
Robert S. Warren 
Stiles Wegener 
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What Every Lawyer Shouid 
Know About Patents 


>» » ALTHOUGH THE RAPID GROWTH of 
the law has pressed members of the 
legal profession into service in many 
fields of limited practice,’ some knowl- 
edge of all fields of law including pat- 
ent law is essential to those who limit 
their practice and especially to those 
engaged in general practice. The pur- 
pose of the present article is to sum- 
marize in a few brief paragraphs 
something of patents which, hope- 
fully, all lawyers will find both inter- 
esting and valuable. 


Patenting the Invention 


A number of preliminary matters 
must be considered before proceeding 
with the actual preparation and filing 
of an application for patent. 

Only a limited time is available 
within which to seek the protection of 
the patent laws. The patent statute” 
as a condition for patentability speci- 
fies that an application for patent 
must be filed within one year after the 
first public use or sale of an invention. 
A valid patent cannot otherwise be ob- 
tained. What constitutes “public” use 
or sale is the subject of considerable 
case law.* 

Certain inventions, notably manu- 


By Gene W. Arant and A. Donald Stolzy 
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facturing processes, are susceptible of 
being kept secret while the product of 
such a process is sold without restric- 
tion. Such sales make the use of the 
process “public,”* hence within the 
one-year period an election must be 
made either to rely on trade secret 
protection or to make application for 
a patent; preferably, however, the 
election should be made before the 
first sale.® 

Prior to filing a patent application, 
it is the usual practice to have a nov- 
elty search conducted through the use 
of searching facilities located in the 
Patent Office. If the identical thing 
being searched for is found, there is 
normally nothing to patent. But if the 
search information amounts to less 
than the invention, both technical and 
legal evaluation of the invention be- 
come necessary. 

Variance and joinder of causes of 
action are well known phases of civil 
litigation. Procedural problems involv- 
ing analogies to these subjects also 
exist in patenting inventions. “Vari- 
ance” occurs when the patent applica- 
tion is filed before the invention is 
fully complete. Although immediate 
filing secures the benefit of an early 





146 A.B.A.J. 945 (1960). 

735 U.S.C. $102. 

**Walker on Patents” §83 (1937). 

*See Revise and Caesar, Patentability and Validity 
$282 (1936). 

5Ibid. The underlying theory of these cases is that 
an election to keep a process secret is inconsistent 
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with the purpose of the patent laws to make 4 
prompt public disclosure, and that the inventor for- 
feits his rights by his election to do so. Hence, 
application of the “public” use statutory bar to 4 
process patent, notwithstanding the fact that the use 
of the process, per se, as distinguished from the 
product, is not made public. See also 35 U.S.C. 
$102(g). 
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GENE W. ARANT 


He received B.S. in E.E. degree from Ore- 
gon State College in 1943; LL.B. from 
U.S.C. in 1949. Following diversified ex- 
perience in practice and teaching of both 
engineering and law he became a patent law 
specialist in 1953. 


A. DONALD STOLZY 


He received B.S. degree from Rose Poly- 
technic Institute in Terre Haute, Indiana, 
in 1949; LL.B. from George Washington 
University in 1952. Mr. Stolzy became regis- 
tered to practice before the Patent Office in 
1952 and has been a patent specialist since 
that date. He is now a member of the firm 
scarce, Schramm & Stolzy of Los An- 
geles. 


filing date,® if the filing is premature, 
the original application must then be 
superseded with a continuation-in-part 
application.” 

Combining several inventions or 


“joinder” in a single application some- 
times makes for vagueness; it may 
also delay the issuance of a patent, be- 
cause of the necessity of making an 
election of one invention and of sub- 
sequently filing separate applications 
on the non-elected inventions.* How- 
ever, since 1953 the law® has pro- 
tected the applicant from more dis- 
astrous legal consequences, and a de- 
cision to join inventions may often 
justify any disadvantages attendant 
thereupon. 


An invention may be the subject of 
competing claims of different appli- 
cants, each of whom alleges that he is 
the first inventor and each of whom 
may rely on his patent application to 
prove it. In order that the inventor 
may so rely, although pleading the 
evidence is not permitted in most 
legal proceedings, the rule is that the 
invention disclosed in a patent appli- 
cation must be completely described 
and illustrated.!° Background informa- 
tion which merely aids in evaluating 
the invention may be omitted from 
the patent application and be pre- 
sented subsequently to the Patent Of- 
fice or to the courts. 


Processing of the patent application 
by the Patent Office ordinarily re- 
quires two to three years. In essence, 
the issued patent consists of a printed 
document identical to that submitted 
by the applicant as his patent applica- 
tion, plus the formal certificate of the 
Patent Office granting the patent. The 
patentee is entitled to a seventeen- 
year monopoly commencing on the 
date of issuance of his patent, but the 
exact scope of his monopoly is defined 
by the claims of his patent, the same 





"Rule 257 of the Rules of Practice of the United 
States Patent Office in Patent Cases states: “ .. . 
the parties to an interference will be presumed to 
have made their inventions in the chronological 
a a the filing dates of their applications for 
patents. . . 


See footnotes 11 and 12, infra, as to limitations 
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on amendment of the original application. Under 
35 U.S.C. §120 the benefit of the earlier filing date 
is obtained as to whatever common subject matter 
was disclosed in the original application. 

’See Patent Office Rules 141 to 147, inclusive. 

935 U.S.C. §121. 

“Patent Office Rules 71 and 83. 
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having previously been preparec by 
his patent lawyer and approved by the 
Patent Office. 

During pendency of the application 
the permissible amendments to the 
patent application drawings and speci- 
fication are rather limited.™! Cl:ims 
may, however, be amended or revised 
almost to any extent which is still sup- 
ported by the original disclosure.'* 

Proper claiming of the invention is 
of utmost importance. The patent |aw- 
yer must separate the wheat from the 
chaff, and must prepare claims which 
define the invention in terms of wheat 
only, devoid of chaff. In order to pre- 
pare proper claims it is necessary to 
analyze the invention carefully and to 
evaluate the technical significance of 
its various characteristics or ingredi- 
ents both individually and collectively. 
The courts tend to hold the patentee 
strictly within the bounds of his 
claims.'* 


Managing Patent Property 


It is required by statute that record 
title to patents be maintained in the 
Patent Office,* and assignments, li- 
censes, or other documents affecting 
title of either pending applications or 
issued patents may be so recorded." 
It is interesting to note that an inven- 
tion may be patented without ever 
having existed in a physical sense; 
hence, ownership of a_ physically 
existing device, and of a patentable 
concept involved therein, are entirely 
separate and distinct from each other. 

The patent application must be filed 
by the inventor or inventors, and ab- 





1135 U.S.C. §132 and Patent Office Rule 118. 

12Patent Office Rules 118 and 119. 

W’White v. Dunbar (1886) 119 U.S. 47, fre- 
quently referred to as the “nose of wax” case: 
“|. . some persons seem’ to suppose that a claim 
in a patent is like a nose of wax. . . The context 
may, undoubtedly, be resorted to, and often is _re- 
sorted to, for the purpose of better understanding 
the meaning of the claim; but not for the purpose 
of changing it... .” 

435 U.S.C. §261. 

45Patent Office Rule 331. 
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sen: the recordation of an assignment 
the inventor remains the owner of rec- 
ord. An employer or investor who is 
financing development work from 
which patentable inventions may ma- 
terialize is, therefore, well advised to 
have a prior written agreement with 
the persons doing the technical work. 
Such an agreement should provide for 
assignment of any such invention.'® 
In California the disputed ownership 
cases between employer and em- 
ployee have resulted in some strong 
decisions in favor of the employee.’7 


An important aspect of managing 
patent property is the maintenance of 
proper records of invention. Scientists 
and engineers employed in research 
organizations are generally required 
to maintain laboratory notebooks in 
which they enter records of their 
work, and which remain the property 
of the employer. Such records are val- 
uable in case of dispute between em- 
ployer and employee as to invention 
ownership, in case of dispute among 
employees as to inventorship, in case 
of the declaration of an interference 
(a proceeding in the Patent Office to 
determine who among a plurality of 
applicants was the first inventor ), and 
in case the question of validity of the 
patent arises when it is involved in 
litigation. 

The business arrangements  in- 
volved in the sale or licensing of pat- 
ent rights are as innumerable and 
variegated as the inventions upon 
which they are based. It is generally 
the privilege of the owner to sell the 
rights for as much as the buyer will 
pay, although he may be better ad- 
vised to sacrifice something on the 


price in favor of more secure arrange- 
ments for full exploitation and control 
of the invention. While there is no 
standard royalty rate a representative 
figure is 5% of the manufacturer's 
selling price. 

A unique benefit of patent property 
is that income from royalties or from 
the sale of an invention may be taxed 
as a capital gain.1* This advantage is 
available primarily to the inventor 
himself, but also under some circum- 
stances to other participating parties.’® 


Patent Litigation 

In accordance with 35 U. S. C. 
§271(a): “Except as otherwise pro- 
vided in this title, whoever without 
authority makes, uses or sells any 
patented invention within the United 
States within the term of the patent 
therefor infringes the patent.” And 35 
U.S.C. §281 provides: “A patentee 
shall have remedy by civil action for 
infringement of his patent.” 

The most common defenses to a 
civil action for patent infringement 
are invalidity and non-infringement. 

In order to obtain a patent the 
inventor must demonstrate that his 
invention has never before been 
known or used. The Patent Office 
makes an examination for novelty. 
The patent when issued carries at its 
very end a list of the previous refer- 
ences which were considered by the 
Patent Office examiner, and the rule is 
that the issued patent is presumed 
valid and especially with respect to 
these references.*! 

However, it has been held that 
when important prior developments 
are overlooked by the Patent Office the 

(Continued on Page 98) 





“35 U.S.C. §118 provides that upon the refusal 
of an inventor to file an application, it may — 
mews his consent by a prospective assignee und 

roper written agreement. See also 35 U.S. C. $116 
re ating to filing by one joint inventor without the 
other. 


“Simmons v. Cal. Tech. (1949) 34 Cal. 2d 264. 
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1826 U.S.C. $1235. 

WT bid. 

*°In contrast to the lack of such novelty examina- 
tion as a prerequisite to registration of copyrights in 
the Library of Congress. 

2135 U.S.C. §282. 
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Recordation of Assignments of 
Patent Rights 


» » THE FEDERAL LAW applicable to 
patents provides an exclusive method 
of recording transfers of title to 
patents which has important differ- 
ences from typical recording statutes 
concerning transfers of interests in 
real property. In many states such 
recording statutes create a race to the 
recorders office, as in California, 
where the bona fide purchaser or 
mortgagee who records first prevails 
over an earlier bona fide purchaser or 
mortgagee who is the second to 
record.* 

Patent law does not place such a 
high premium on the race to the 
recorder’s office, but provides a more 
leisurely pace. Federal statutory law 
concerning the recording of transfers 
of title to patents is found in the last 
paragraph of Section 261 of Title 35, 
U.S. C., which provides: 

“An assignment, grant or convey- 
ance shall be void as against any 
subsequent purchaser or mortgagee 
for a valuable consideration, with- 
out notice, unless it is recorded in 
the Patent Office within three 
months from its date or prior to the 
date of such subsequent purchase 
or mortgage.” 





1Cal. Civ. Code §1214. 
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By John Joseph Hall 
Los Angeles Patent Lawyer 


The language of Section 261 sets up 
a three-month breathing spell after the 
date of the assignment of a patent 
within which the assignment must be 
recorded. Thus, a subsequent assign- 
ment to the patent to a second as- 
signee, whether recorded or not dur- 
ing the three month period beginning 
with the date of the first assignment, 
is void as to the first assignee even 
though the first assignee was the sec- 
ond to record in point of time, pro- 
vided that the first assignee recorded 
within the three-month period follow- 
ing the assignment to him. 

Additional protection is given to the 
first assignee as to time for recording 
under Section 261. Even if he fails to 
record within the three month period 
after the assignment to him, he will 
prevail over a subsequent assignee, 
if he records before the date of the 
subsequent assignment. 

An interesting situation develops 
where the first assignee fails to record 
within the three-month period and 
also fails to record before a subse- 
quent assignment occurring more than 
three months after the first assign- 
ment. The second assignee also fails 
to record within the three-month peri- 
od applicable to him. Who prevails as 
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between the first assignee and the 
second? 

The first assignee loses as against 
the second because he failed to record 
either within the three-month period 
or before the date of the second as- 
signment, as required by Section 261. 
However, should there be a third 
assignment, the second assignee will 
lose out as against the third assignee, 
unless he records before the date of 
the third assignment. 

Is an unrecorded assignment valid 
as between the assignor and the as- 
signee? Section 261 states nothing 
about this situation, but case law holds 
that as between the assignor and the 


assignee of a patent, the assignment 
is valid even though unrecorded.? 


What Is an Assignment? 

No special language or wording is 
necessary to constitute an assignment 
of a patent, so long as a clear inten- 
tion appears to transfer title to the pat- 
ent.’ Uncertainties arise where some- 
thing less than complete title is con- 
veyed. 

Title to a patent is somewhat anal- 
ogous to title to real property where 
the well-known concept of a “bundle 
of rights” has been used. In the pat- 
ent field, the bundle of rights associ- 
ated with title to a patent are as 
follows: 

1. The exclusive right to manu- 
facture the invention throughout 


the United States for the life of the 
patent. 


2. The exclusive right to use the 
invention throughout the United 
States for the life of the patent. 


3. The exclusive right to sell the 
invention throughout the United 
States for the life of the patent. 


The life or term of a United States 
patent is 17 years from the date of 
issuance of all patents except design 
patents which have a life of 34-, 7- 
or 14-years. With one exception noted 
later, all three listed rights making up 
the patent bundle of rights must be 
transferred without any limitation of 
any kind. Any transfer of less than all 
of these rights is a license, not an as- 
signment of the patent.* This distinc- 
tion is important because an assign- 
ment must be recorded pursuant to 
Section 261 to be valid as to subse- 
quent assignees, but a license is not 
required to be recorded for its validity 
as to subsequent assignees or li- 
censees.° 


License Need Not Be Recorded 


For example, where a transfer of 
patent rights does not include the full 
life of the patent, or the full remain- 
ing life of the patent, as the case may 
be, the transfer is a license and need 
not be recorded. Again, if only the 
rights to manufacture and to sell the 
invention are given, but not the right 





°F.A.R. Liquidating Corp. v. McGranery 110 F. 
Supp. 580 (D.C. Del. 1953). 

’Kenyon v. Automatic Instrument Co. 160 Fed. 
2d 878 (6th Cir. 1947); Switzer v. C.I.R. 226 Fed. 
2d 329 (6th Cir. 1955). 
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4*Waterman wv. Mackenzie 138 U.S. 252, 255 
(1891). 


5SHamilton v. Kingsbury 4 Fed. 428 (CC N.Y. 
1889). 
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to use the invention, the transfer is a 
license and not an assignment. 


The exception noted earlier occurs 
where all three of the rights to manu- 
facture, use, and sell the invention are 
given for the full life or full remaining 
life of the patent, but only for a speci- 
fied area of the United States. Such a 
transfer is an assignment and is some- 
times called a grant.’ Since it is an 
assignment, the grant must be re- 
corded to be valid as to subsequent 
assignees. Thus, where the rights to 
manufacture, use, and sell the inven- 
tion for the full life of the patent are 
limited to the State of California, the 
transfer is an assignment subject to 
the requirements of Section 261. 


The omission of any requirement of 
patent law for recording patent li- 
censes can result in traps for the 
unwary. The assignee of a patent has 
no greater right under the patent than 
had his assignor prior to the assign- 
ment.’ Thus, where the assignor has 
granted a license to a third party be- 
fore the assignment, the assignee may 
be left with little or no rights under 
the patent, for licenses often include 
most of the patent rights. One way for 
the assignee to protect himself is to 
obtain a guaranty from the assignor 
that he has not given any rights under 
the patent to third parties prior to the 
assignment. 


Further, where a patent is owned 
by two or more persons jointly, each 
of the joint owners can deal with the 
patent as if he owned it entirely with 
respect to the granting of licenses. 
Statutory authority for this is found in 
Section 262 of Title 35, U.S.C. which 
states: 


“In the absence of any agreement 
to the contrary, each of the joint 
. owners of a patent may make, use, 
or sell the patented invention with- 
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out the consent of and without a«- 
counting to the other owners.” 


Because of Section 262, a prospec- 
tive assignee of a jointly-owned pat- 
ent deals at his peril with only one 
joint owner. The possibilities of prior 
licenses by joint owners other than the 
prospective assignor are serious haz- 
ards for the prospective assignee. 


Form of Assignment 


As for the mechanics of drafting an 
assignment of a patent for recording, 
Section 331 of the Rules of Practice 
of the United States Patent Office re- 
quires the assignment to include the 
title of the patent, the patent number, 
the date the patent issued, and the 
name of the inventor. Section 331 also 
provides for the assignment of a pat- 
ent application which is pending or 
which has not yet been filed, pursuant 
to the second paragraph of Section 
261. For a pending patent application, 
the assignment should include the se- 
rial number and filing date, the name 
of the inventor, and the title of the 
invention as stated in the application. 
Where the patent application has not 
yet been filed, the assignment should 
include the date of execution of the 
patent application by the inventor, 
the name of the inventor, and the title 
of the invention as stated in the appli- 
cation. 

Acknowledgement of the execution 
of the assignment before a notary pub- 
lic is not required for recording of the 
assignment. However, it is good 
practice to have the assignment ac- 
knowledged since the third paragraph 
of Section 261 states that acknowl- 
ment is prima facie evidence of the 
execution of the assignment. 





*Pre Entorrie). v. Pacific Bridge 86 F. Supp. 
76 BE. 2 aoe 1949 
oT. Corp. v. Miller. 150 Fed. Supp. 942 


7B. 
= K “1957 
; YY. - American Cable R. Co. 60 Fed. 
1010 Ct NY 1894), 
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A General Approach 
to Trademark 
Protection 


By Ford Harris, Jr. 


» » THE LAW OF TRADEMARK PROTEC- 
TION has developed from the common 
law over several hundred years. It is 
now partly statutory and partly com- 
mon law. Although it has its excep- 
tions and special circumstances, the 
following generalities may be help- 
ful to the general practitioner as an 
approach to the problem when it 
arises. 

Many a client says to his attorney: 
“We have a new product and want to 
protect the name of it; can we copy- 
right the name, and if so how?” No, 
he cannot copyright the name, as 
copyright is not an appropriate form 
of protection.1 His problem involves 
the law of trademarks. 

First, we ask the client: “What is 
your proposed trademark, and what 
is the product?” The answer to this 
compound question may reveal at the 
outset whether the client can obtain 
any exclusive rights to the use of the 
trademark, as will be seen. 

The nature of the product is impor- 
tant, because common words or com- 
binations of words which merely 
describe the product, its nature, use, 
or qualities, usually are not suscepti- 
ble of exclusive appropriation as 
trademarks.2, However, such marks 
which by use have acquired a “sec- 


Partner, 
Harris, Kiech, 
Russell ¢> Kern 
Los Angeles 


ondary meaning,” identifying the 
product with the manufacturer or 
seller, may acquire the status of trade- 
marks. 

The proposed trademark itself is 
important for the reasons pointed out 
above and for the further reason that 
certain other classes of words and 
marks usually are not susceptible of 
exclusive appropriation as trademarks. 
For example, words which are pri- 
marily merely surnames, primarily 
geographically descriptive, or decep- 
tively misdescriptive, immoral matter, 
the flag or coat of arms of the United 
States, or any State or municipality, or 
any foreign nation, the name, portrait, 
or signature of a living person except 
with his written consent, or the name, 
signature or portrait of a deceased 
President of the United States during 
the life of his widow except with her 
written consent, are not usually sub- 
ject to exclusive appropriation as 
trademarks.* These are not all-inclu- 
sive, but suggest the importance of 
the trademark itself. 

Next, we ask the client: “Have you 
actually used the trademark, or are 
you merely proposing to use it in the 
future?” 

If the trademark has not been in 
actual use by the client, it is desirable 





‘For copyright protection, see: 17 U.S.C.A. §1, 
et seq. 
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*See 15 U.S.C.A. {1033 (e). 
3See 15 U.S.C.A. $1052. 





to determine whether it is available 
for such use and for exclusive appro- 
priation by the client, if and when he 
actually commences to use it. If such 
trademark is the same as, or decep- 
tively similar to, a trademark pre- 
viously used by another for goods of 
the same type,‘ the client may not be 
able to obtain any exclusive rights to 
its use, and his use thereof may in- 
fringe the trademark rights of such 
prior user and expose the client to 
litigation to prevent his use of the 
mark. 


Search for Prior Users 

Consequently, the first order of 
business is to suggest that the client 
have a search made of the relevant 
trademark records to determine the 
availability of the trademark for ap- 
propriation and use. Such searches 
are normally made by specialized 
counsel or companies having their 
own trademark records, who render 
the searching service to attorneys and 
others for a modest fee. It normally 
requires several weeks to make and 
report on a simple trademark search 
as to the situation in the United 
States, although it can be done in a 
shorter time if urgency requires it. 

There are three types of trademark 
rights: (a) common law rights, ac- 
quired as a result of mere usage of a 
trademark; (b) federal rights, ac- 
quired under statutes of the United 
States;> and (c) state rights, acquired 
under the statutes of the various 
states.° An adequate trademark search 
should extend to all three types of 
rights. 

Another preliminary question to the 
client is: “Are your sales of the prod- 
uct now, or to be, confined to your 


own state (i.e., intrastate comme: °e) 
or to extend to other states or for: ign 
countries as well (i.e., interstate com- 
merce )?” Both his rights and poss ble 
liabilities may be determined by the 
extent of his present or contempl: ted 
use of the trademark. If the clicnt’s 
use, or contemplated use is in inter- 
state commerce, he is concerned with 
all three types of prior trademark 
rights of others. On the other hand, if 
his use or contemplated use, is in in- 
trastate commerce only, he is con- 
cerned only with the prior trademark 
rights of others in his own State and 
under the Federal statutes, and is not 
concerned with the trademark rights 
of others in other areas or under the 
statutes of other states. 

Having determined by such a 
search that a trademark is probably 
available for appropriation and safe 
use by the client, the next problem is 
as to how the client can obtain an 
exclusive right to use it and to exclude 
others from its use. 


All three general types of trade- 
mark rights are based upon a proper 
use of the trademark. If the trademark 
is to be employed in connection with 
the sale of a physical product, nor- 
mally the trademark must appear di- 
rectly on the product or the container 
in which the product is sold. Use of a 
trademark merely in advertising usu- 
ally does not give rise to any trade- 
mark rights. An exception to this gen- 
eral rule is that under Federal law 
exclusive rights may be obtained for 
the use of a suitable mark which 
merely identifies a service rendered to 
the public, such as, a moving or trans- 
fer service, known as “service 
marks.” 





‘The same trademark may be used concurrently 
by a number of users on different types or classes of 
goods, and each may have exclusive rights for his 
specific goods. 

5See 15 U.S.C.A. §1051, the “Trademark Act of 


1946,” comonly known as the “Lanham Act.” 


*For California, See California Business and Pro- 
fessions Code, §14200, et seq. 


See 15 U.S.C.A. $1053. 
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Trademarks Must Be Used 


Unlike corporation names, trade- 
marks cannot be reserved in advance 
of an actual trademark use of the 
mark, because, as pointed out above, 
trademark rights arise only as a result 
of actual use of the trademark on 
goods sold in commerce, or in connec- 
tion with services rendered in inter- 
state commerce. Consequently, it is 
important for the client to make a few 
bona fide sales of the product with the 
trademark attached thereto at as early 
a date as possible to give rise to trade- 
mark rights and to provide a basis for 
registration of the trademark. 

A trademark is employed to identify 
the product with its manufacturing or 
selling source, in the mind of the pub- 
lic. It is, therefore, important that it 
be correctly used to accomplish this 
purpose. The trademark should be 
used apart from the corporate or busi- 
ness name, even if the trademark also 
appears in such name. Thus, if “Bozo” 
is the trademark of “The Bozo Supply 
Co.”, the trademark “Bozo” should be 
displayed apart from the company 
name. 

Having made such initial sales of 
the product with the trademark on it, 
the client now has certain common 
law rights in the use of such trade- 
mark. His common law rights are lim- 
ited to the geographical territory in 
which he has made such sales and 
expand or contract therewith. Of 
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course, such rights are subject to any 
prior rights enjoyed by others in the 
territories to which sales are ex- 
panded. It is common for the same 
trademark to be used on the same 
goods in several or a number of dif- 
ferent geographical areas of the 
United States by different persons or 
companies, each of which may have 
exclusive common law rights to the 
use of the trademark in his area. If 
exclusive common law trademark 
rights are employed by the client in 
the western states and by another in 
the eastern seaboard states, neither 
can safely expand his sales into the 
territory of the other. This frequently 
causes both commercial and legal fric- 
tion between concurrent users of the 
same trademark. 


Federal or State Registration? 

The problems suggested in the last 
paragraph with respect to common 
law trademarks can be obviated by 
the registration of the subject trade- 
mark. The statutes of the United 
States, as well as those of most states, 
provide for the registration of trade- 
marks. A federal registration can be 
obtained only if the trademark has 
first been correctly used in interstate 
or foreign commerce. A state registra- 
tion can be obtained if the trademark 
has been used only intrastate in the 
state of registration, and some states 
do not even require use of the trade- 
mark in that state as a prerequisite to 
registration. Although no one is re- 
quired by any of the laws of the 
United States to apply for registration 
of a trademark, registration provides 
a number of substantial advantages to 
the trademark owner. 

Federal trademark registration is of 
substantially greater importance and 
value than state registration, particu- 

(Continued on Page 99) 
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» » PROBABLY EVERY LAWYER in Los 
Angeles County has at one time or 
another been requested to pass upon 
some question relating to the law of 
copyright. Yet too few general prac- 
titioners have bothered to familiarize 
themselves with a field of law which 
in many ways is unrivaled both in 
fascination of subject matter and in 
the intellectual challenge required to 
harness the subtle legal concepts pre- 
sented. Professor Benjamin Kaplan 
has suggested: “The rich history of 
copyright adds to its allure; and so, 
I suspect, do the very perversities and 
anomalies of our Copyright Act, at 
least among those who have begun 
to understand and therefore to cherish 
them.” 

Copyright is the law of literary, 
artistic and musical properties. It is 
obvious that in a nation increasingly 
leisure-oriented such properties must 
command an ever greater importance 
in our economy and hence to our law. 
In 1954 what are termed “the copy- 
right industries” contributed a greater 


An Introduction to Copyright 


By Melville B. Nimmer 


Partner, 
Nimmer & Selvin 
Beverly Hills 


proportion to our total national in- 
come than did either the mining, 
banking, or electric and gas utilities 
industries, and only slightly less than 
the automobile manufacturing and 
railroad industries.* This trend will 
undoubtedly continue, so that at least 
a superficial knowledge of copyright 
principles will prove of increasing 
importance for lawyers generally, and 
particularly for members of the Los 
Angeles Bar. 

Copyright law encompasses two 
separate systems of protection. One, 
the so-called “common law copyright” 
which consists of state law protection 
for all unpublished works, and the 
other the federal Copyright Act,‘ 
which protects all published and some 
unpublished works.’ The moment a 
work is created its author acquires a 
property right therein by virtue of the 
state law. Although this is generally 
referred to as “a common law copy- 
right,” in California the right is based 
upon our Civil Code Sec. 980(a). No 
registration, copyright notice nor any 





_ Law School Bulletin, December 1955, 
p. 3. 

*Newspapers, periodicals, book publishing, com- 
mercial printing, lithographing, greeting cards, book- 
binding, phonograph record manufacturing, book- 
stores, newsdealers and newsstands, music stores, 
commercial photography, advertising, news syndi- 
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cates, television and radio broadcasting, motion 
pictures, theatres and theatrical producers, bands, 
orchestras and entertainers and amusement and rec- 
reation services. 

3Blaisdell, Size of The Copyright Industries, Copy- 
right t Office Study, May 1958. 


aSee 17 U.S.C, §12. 
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other formalities are necessary in 
order to claim the protection of Sec. 
980 (a). However, for evidentiary pur- 
poses only (since the fact of the 
author's possession of the work as of 
a given date may become a disputed 
issue in an infringement action) it is 
wise to deposit a copy of the work 
either with the Secretary of State® or 
with the Writers Guild of America. 
The common law copyright in a work 
continues in perpetuity as long as the 
work remains unpublished. However, 
once the work is published this right 
is automatically forfeited, and the 
work thereafter enters the public 
domain unless upon publication the 
author obtains statutory protection 
under the federal Copyright Act. 

It is important to note that the term 
“publication” in the law of copyright 
has acquired a technical meaning not 
necessarily consonant with the lay 
definition of that term. Thus, the pub- 
lic performance of a work is not in 
itself a publication. Likewise, the dis- 
tribution of printed copies of the work 
where such distribution is limited both 
as to the persons allowed to obtain 
copies and the use to which such per- 
sons may put the work is a limited 
publication and as such does not 
divest the author of his common law 
copyright. On the other hand, an offer 
of sale made to members of the gen- 
eral public with respect to copies of a 
work will constitute a general publica- 


tion even if in fact no such copies are 
sold. 

A statutory copyright in a work is 
obtained by the act of publishing the 
work, provided that upon such publi- 
cation the work bears a copyright 
notice which includes the word “copy- 
right” or © plus the year of publica- 
tion? and the name of the copyright 
proprietor. As to certain types of 
works the notice will not suffice unless 
it appears at a specified place on the 
work.® If copies of a work are pub- 
lished which do not bear a copyright 
notice in the proper place and form, 
the work itself will enter the public 
domain.” However, if a work is pub- 
lished that does bear a proper copy- 
right notice, then by the mere act of 
such publication the author obtains a 
federal copyright in the work. Con- 
trary to a popular misconception, no 
registration or deposit of the work 
with the Copyright Office in Washing- 
ton is necessary in order to bring the 
copyright into existence.’° However 
once the work is so published, there- 
after the work must be registered 
(and two copies deposited) with the 
Copyright Office before any copyright 
infringement action may be brought. 
The Copyright Act provides that such 
registration and deposit shall occur 
“promptly” after publication of the 
work. It has nevertheless been held 
that registration and deposit may 
occur at any time after publication as 





*Business and Professions Code, Sec. 14700. 

’The year need be included in the notice only 
on printed literary, musical and dramatic works. 

‘See 17 U.S.C. §20. 
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*But re omission by accident or mistake see 17 
U.S.C. §21. 

Such registration and deposit is necessary in 
order to acquire a copyright in an unpublished work. 
See 17 U.S.C. §12 
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long as it occurs prior to the bringing 
of an infringement action.'' More- 
over, once such registration and 
deposit is made, an ensuing action 
may be based upon infringements 
occurring prior to as well as subse- 
quent to such registration and deposit. 
Prudence nevertheless dictates a pro- 
cedure of registering and depositing 
the work as promptly as possible after 
its publication. 

Federal copyright protection is ob- 
tained for a term of twenty-eight 
years commencing with the date of 
the first publication of the work. Dur- 
ing the twenty-eighth year the author 
may renew the copyright for an 
additional term of twenty-eight years. 
If the author is not living during the 
twenty-eighth year of the first term, 
then the copyright may be renewed 
by the author's widow and children, 
as a class. If the author has left no 
widow or children then his executor 
may renew on behalf of his legatees. 
If the author leaves neither a widow, 
children, nor a will, then his heirs as 
a class may renew the work. Failure 
to file an application for renewal dur- 
ing the twenty-eighth year of the orig- 
inal term of copyright will perma- 
nently place the work in the public 
domain following the original term of 
copyright. It is important to note that 
the classes entitled to renew the copy- 
right in the event the author does not 
survive until the time for renewal 
obtain such right under the Copyright 
Act. Therefore, members of such a 
class may not be deprived of the 
renewal right by reason of the author’s 
prior assignment of his renewal expec- 
tancy nor may the author's widow 
and children be deprived of such 
right by reason of a contrary provision 





“However, the Register of i rig pu. upon 
notice, require deposit. See 17 U.S.C. §14 
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in the author’s will. Upon the exp .a- 
tion of the renewal term of copyri <ht 
—that is, fifty-six years after first p\b- 
lication of the work, it must enter ‘he 
public domain in the United States, 
However, it should be observed that 
the work may at such time still be 
protected abroad where, in many 
countries, the term of copyright con- 
tinues until fifty years following the 
death of the author. 

There are obviously many intrica- 
cies and nuances in the law of copy- 
right which cannot here be discussed. 
However, this introduction to the law 
of copyright would not be complete 
without some exploration of the con- 
cepts of originality and of unlawful 
appropriation. The comments which 
follow with respect to these two con- 
cepts are equally applicable to both 
common law copyright and the federal 
statutory copyright. 

In order for a work to command 
copyright protection it must be an 
original creation of its author. At this 
point a critical distinction must be 
made between the copyright concept 
of originality and the patent concept 
of novelty. In order to support a copy- 
right it is not necessary that the author 
be the first person ever to have created 
a work in a given form, i.e., the work 
need not be novel. It is only necessary 
that the author use his own creative 
ability and not copy from the work of 
another, i.e., the work must be orig- 
inal. With his characteristic felicity of 
phrase, this principle of copyright law 
was articulated by Learned Hand as 
follows: “. . . if by some magic a man 
who had never known it were to com- 
pose anew Keat’s Ode on a Grecian 
Urn, he would be an ‘author’, and, if 
he copyrighted it, others might not 
copy that poem, though they might of 

(Continued on Page 101) 
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Spreading Fees 
Backwards 





By Thomas A. Baird 


>» » WHEN AN ATTORNEY makes a col- 
lection in one year, of a substantial fee 
for services rendered over a period of 
many months, the “bunching” of his 
income may cause him to pay an in- 
ordinately high tax for that year. In 
such a case the lawyer should consider 
whether he is entitled to spread the 
tax back to previous years. 

The Internal Revenue Code pro- 
vides that in a proper situation, the 
tax on compensation received in one 
year, by individuals or partnerships, 
need not be any greater than the tax 
would have been, if the income had 
been received or accrued ratably over 
the period during which the services 
were performed. (1954 IRC 1301). 

The general purpose of the law is to 
confine the use of the spread back to 
situations where most of the compen- 





tax 
reminder 


sation is received in one year, for a 
particular project on which work has 
been performed, over several previous 
years. 

The law gives those taxpayers who 
meet its requirements, a limitation on 
their tax rate in the year of receipt or 
accrual. The previous years returns are 
not automatically opened for review, 
as in the case where a taxpayer files a 
claim for refund. For the purpose of 
computing the tax on the spread back 
however, the prior years returns must 
be utilized by the taxpayer in order 
to determine his new adjusted gross 
and taxable net income for those years. 
The tax is computed in the same man- 
ner, as if the amount, ratably spread 
back, had actually been reported in 
such prior years. The fee or compensa- 
tion that is received is attributed to 
each of the calendar months, preced- 
ing the date of receipt or accrual. 
(Reg. #1.1301-(2) (c)). 

The essential requirements which 
must be met in order to take advan- 
tage of this favorable tax treatment, 
are: 

(1) there must be an employ- 

ment; 

(2) the employment must cover 
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a period of 36 months or more 
(from the beginning to the com- 
pletion of such employment ); and 
(3) the gross compensation from 
the employment received or ac- 
crued in the taxable year of the 
individual or partnership must 
equal 80% or more of the total 
compensation from such employ- 

ment. (1954 IRC 1301 (a)). 

The term employment is defined to 
mean “an arrangement or series of 
arrangements for the performance of 
personal services by an individual or 
partnership to effect a particular re- 
sult, regardless of the number of 
sources in which the compensation is 
obtained.” (1954 IRC 1301 (b)). 

An arrangement to perform general 
services for a client or employer will 
not qualify within the meaning of sec- 
tion 1301. (Reg. #1.1301-(2) (b) (1) 
(i) ). If, however, in addition to gen- 
eral services to be performed, a sepa- 


rate and distinct arrangement is made 
for a particular case or project, the 
separate arrangement will qualify ‘or 
the spread back provisions of the law. 
(Reg. *1.1301-(2) (b) Examples (2) 
and (7).) 

For the purpose of computing the 
minimum 36 month period, the time 
when an employment begins and ends, 
depends upon the facts of each case. 
The beginning may be the time when 
the contract or arrangement is made 
(Rev. Rul. 58-101 (C. B. 1958-1,233), 
but services which are performed 
prior to a formal contract may also 
be included. (Abraham E. Kazan 16 
TCM 196 (1957) ). The end of the 36 
month period is generally when the 
particular result has been accomp- 
lished, but an attorney's services in 
protecting a client's interest after a 
judgment can also be included within 
the period. (Warrick v. Comm. 173 F. 
(2) 905 (8th Cir. 1949) ). 





Situations ? 


a Real Estate ...talk to the man from Coldwell, Banker. a 


Much of Coldwell, Banker’s business is 
conducted with attorneys on real estate 
needs arising from probate, investment 
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programs and other situations. The Company’s highly qualified 
appraisal staff is frequently called upon in matters of condemnation 
proceedings and real estate values. 

The Company has no ownership interest in any property it offers 
for sale or lease; it does not buy or sell real estate in competition 
with its clients. Coldwell, Banker functions solely in a brokerage and 
consultant capacity. This 54-year policy has earned the Company a 
nation-wide reputation for unbiased, objective professional service. 
For a further discussion of the ways Coldwell, Banker might serve 
you, write for our booklet “Behind the Western Skyline.” 


Coldwell, Banker & Company 


Real Estate - Leasing « Property Management + Mortgage Loans + Insurancé 


11 Offices in California and Arizona 

4322 Wilshire Blvd....WEbster 8-3111 
900 Wilshire Blvd....MAdison 6-0611 
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by JOHN W. HECKEL @ Head Reference Librarian, Los Angeles County Law Library 


ADMIRALTY: Maritime Injury and 
Death by Paul S. Edelman (Central 
Book, 2 v.) covers the liability im- 
posed under the Jones Act and Long- 
shoremen’s and Harborworkers’ Com- 
pensation Act, as well as practice and 
procedure in the courts. The rights of 
both passengers and crewmen are 
treated. Volume 2 contains forms, 
pertinent statutes and tables of cases 
by types of accidents and damages 
recovered. 

CIVIL SERVICE: “The Digest” of 
Pertinent Cases Pertaining to Appeals 
compiled by the Civil Service Com- 
mission, is a subject guide to cases 
relating to appeals on Sections 12 and 
14 of the Veterans’ Preference Act and 
Part 9 of the Commission's regulations. 


CONSTRUCTION: It’s The Law! by 
Bernard Tomson, (Channel Press, 436 
p.) provides a good introduction to 
the problems of architectural and 
building law for the attorney. Li- 
censing, firm problems, employment 
relations, rights and liabilities and re- 
strictions on the use of property are 
treated through general~ discussion 
and case digests. An appendix con- 
tains miscellaneous contract and form 
samples. 

CORPORATIONS: Selected Problems 
in the Law of Corporate Practice 
edited by Thomas G. Roady ( Vander- 
bilt University Press, 423 p.) preserves 
in a bound volume a special issue of 
the Vanderbilt Law Review devoted 
to recent developments in corporation 
practice including taxation, financing, 
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legislative power, stock options and a 
discussion of recent books. 

CRIME: The Dry and Lawless Years 
by John H. Lyle (Prentice-Hall, 331 
p.) describes the criminal gangs and 
gangsters in Chicago during the 
1920’s by a judge who waged war on 
underworld leaders such as Capone. 
There are photographs and a detailed 
index. The author points out the need 
for a war on crime today. 
FICTION: The Detections of Dr. Sam: 
Johnson by Lillian de la Torre (Dou- 
bleday, 190 p.) provides entertaining 
but fictional accounts of crimes built 
around the personality of Dr. Johnson 
and his friends. 

INSURANCE: Insurance and Public 
Policy by Spencer L. Kimball (Uni- 
versity of Wisconsin Press, 340 p.) 
describes the development of insur- 
ance law in the State of Wisconsin. 
The author traces the growth of the 
insurance business and the social need 
for control as it is expressed in legis- 
lative policy. The regulation of the 
adequate insurance fund and its pro- 
tection for-the settlement of claims 
form the core of the book. 
JURISPRUDENCE: The Law and Its 
Compass by Lord Radcliffe (North- 
western University Press, 99 p.) is a 
series of three lectures in the Rosen- 
thal series delivered at Northwestern 
University School of Law by a Lord 
of Appeal from Great Britain. He 
treats religion and the law, public 
policy and the role of freedom in 
modern society. 
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MEDICO-LEGAL: A large part of 
the Lawyers’ Medical. Cyclopedia 
(Allen Smith Co.) v. 5 is devoted to 
cancer and the law. Other topics cov- 
ered are obstetrics and gynecology, 
surgery and amputations. 


PARTNERSHIP: Rowley on Partner- 
ship v. 2, completing the set, has been 
published by Bobbs-Merrill. It covers 
collateral matters such as modifica- 
tions of existing law by adoption of 
the Uniform Partnership Act, bank- 
ruptcy, accounting actions between 
the partners and with third persons, 
joint adventures, and other topics. 


SOCIAL SECURITY: The Depart- 
ment of Health, Education and Wel- 
fare is issuing a new quarterly series 
of Social Security Rulings on Federal 
Old-Age, Survivors, and Disability In- 
surance. Part I contains rulings of the 
Social Security Administration court 
decisions, Part II contains changes in 
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Title I] of the Act while Part III ¢ »n- 
tains miscellaneous information. S$ ib- 
scription price is $1.00 per year. 
TRIALS: The Calas Affair by D. H. 
Bien (Princeton University Press, ‘99 
p.) concerns a trial for murder at 
Toulouse, France in 1761. The work- 
ing of the French courts before the 
revolution and criminal justice are re- 
flected in the story of a father accused 
of the murder of his son. Calvinist- 
Catholic conflict was an ingredient of 
this celebrated case which attracted 
the attention of Voltaire. 

WATER: Water Supply: Economics, 
Technology and Policy by Jack Hirsh- 
leifer and others ( University of Chi- 
cago Press, 378 p.) devotes a chapter 
to water law and one to the problem 
in Southern California. The rest of the 
book discusses resources, economic 
allocation, municipal water rates, tech- 
nology and the New York water prob- 
lem. 
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WHAT EVERY LAWYER SHOULD KNOW ABOUT PATENTS... from page 83 


statutory presumption of validity is 
thereby weakened.** After all of the 
evidence has been collected there is 
still a question as to the standard of 
invention to be applied before a pat- 
ent is to be granted or held valid.2* 

One of the most common non-in- 
fringement defenses is known as “file 
wrapper estoppel.” This is an estop- 
pel which arises from the amendment 
of claims in the prosecution of a pat- 
ent application in the Patent Office to 
distinguish over earlier patents or pub- 
lications. In such case, the patent 
owner is estopped to assert that his 
amended claims cover the very struc- 
ture he sought by amendment to avoid 
covering. 

In view of the ever increasing 
importance of competition between 
imported goods and those manufac- 
tured at home, it is interesting to note 
that the importation of an infringing 
product can be prevented by an ad- 
ministrative proceeding.** 


The Patent Specialist 

Representing applicants before the 
Patent Office in patent cases requires 
a special license from the Patent 
Office. The examination for the license 


requires both scientific backgro:.nd 
and a knowledge of Patent Office }.ro- 
cedure. A person granted a licens: to 
practice by the Patent Office prior to 
1938 may still practice as a “Patent 
Attorney.” A person licensed aiter 
1938 can now practice as a “Paient 
Attorney” only if he is licensed to 
practice law in some jurisdiction; all 
others are designated “Patent Agents.” 
In California under a recent change 
in the rules of ethics*> a member of 
the bar who is also licensed by the 
Patent Office must be designated for 
telephone listing purposes as a “pat- 
ent lawyer”; thus reserving the term 
“patent attorney” for patent special- 
ists who are not licensed to practice 
law in California. 

The work of the patent specialist is 
relatively broad in a technical sense 
in that frequently he must be pre- 
pared to cope with all fields of inven- 
tion, science and engineering. The 
scope of his legal work is relatively 
narrow in the sense that he makes use 
of only a portion of the total body of 
the law. At the same time the applica- 
tion of the highest degree of legal 
skill is as important in patent practice 
as in other fields of law. 





2Gomez v. Granat Bros., (9th Cir., 
F.2d 266. 

*3Great Atlantic & Pacific Tea Co. v. Supermarket 
Equipment Corp. (1950) 340 U.S. 147. 

419 U.S.C. §1337a. 


1949) 177 


Rule 2, Rules of Professional Conduct of the 
State Bar of California, approved by the Supreme 
Court October 7, 1959. See 34 Journal of the State 
Bar of California, 857 (1959). 








CORRECTION 

The picture on the cover of last month’s BULLETIN showed Robert Henry Fauntleroy 
Variel, who was correctly described as President of the Los Angeles County Bar Asso- 
ciation in the year 1900. The BuLLETIN also stated that he was Secretary of the 
Association from 1916 to 1929, which was an error. The Secretary during this period 
was Mr. Variel’s son, Robert Henry Fauntleroy Variel, Jr., who is well remembered 
by many members of the Los Angeles Bar, all of whom, it seems, took great pains 
to point out the error to the editor. We are delighted to find that the BULLETIN is 
read so carefully and apologize for the mistake—The Editor. 
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A GENERAL APPROACH TO TRADEMARK PROTECTION ... from page 89 


lariy since the passage of the Lanham 
Act.’ Both state and federal registra- 
tions may be held concurrently and 
are not mutually exclusive. Usually, 
however, if federal registration can be 
obtained and maintained, it provides 
adequate protection, and separate reg- 
istration of the trademark in one or 
more states is unnecessary. 


Under the Lanham Act, federal reg- 
istration may be of either of two types, 
either on the “Principal Register”® or 
on the “Supplemental Register”.!° 
Certain marks not registrable on the 
“Principal Register” are registrable on 
the “Supplemental Register”, such as, 
marks which are merely descriptive of 
the product, geographically descrip- 
tive, or merely a surname. Registra- 
tion on the “Supplemental Register” 
usually can only be applied for after 
the trademark has been in use for one 
year, which is not required for regis- 
tration on the “Principal Register”. 
Marks which are not initially registra- 
ble on the “Principal Register”, such 
as those merely descriptive of the 
product, geographically descriptive, or 
merely surnames, may, however, in 
certain cases be registered on the 
“Principal Register” after they have 
become distinctive of the applicant's 
goods in commerce.'! 


Registration on the “Principal Reg- 
ister” is usually limited to any word, 
name, symbol, device, or any combi- 
nation thereof (the technical defini- 
tion of a “trademark” ), whereas regis- 
tration on the “Supplemental Register” 
is broader in that it may consist of any 
trademark, symbol, label, package, 


configuration of goods, name, word, 
slogan, phrase, surname, geographical 
name, numeral, or device, or any com- 
bination thereof which is capable of 
distinguishing the applicant’s goods or 
services. 


Many Advantages of Registration 

Federal registration on the “Princi- 
pal Register” provides a number of 
real advantages to the trademark 
owner. It is prima facie evidence of 
the validity of the registration, the 
registrant's ownership of the mark, 
and of the registrant’s exclusive right 
to use the mark in commerce in con- 
nection with the goods or services 
specified in the certificate of registra- 
tion.'? As indicated above, “service 
marks” are registrable as trademarks 
under the Lanham Act, which is not 
true under most state statutes. Subject 
to certain defined exceptions, a fed- 
eral registration becomes incontesta- 
ble when the trademark has been in 
continuous use for five consecutive 
years after the registration.’* Once a 
registration has become incontestable, 
it is conclusive evidence of the regis- 
trant’s exclusive right to use the trade- 
mark, except in certain special circum- 
stances.'* 

Registration under the Lanham Act 
provides the owner the right to resort 
to the federal courts to enforce his 
rights against infringers, without the 
necessity of diversity or other general 
jurisdictional requirements. In such 
actions, the Lanham Act provides for 
the recovery of defendant's profits, 
any damages sustained by the plain- 
tiff, costs in the action, as well as 





‘See footnote 5, supra. 

"See 15 U.S.C.A. §1051. 

“See 15 U.S.C.A. §1091. 

Ni.e., after they have acquired a “secondary mean- 
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ing” idestiying the goods with the trademark user. 


2§ee 15 U.S.C.A. §1057 (b). 
§ee 15 U.S.C.A. $1065. 
“See 15 U.S.C.A. §1115 (b). 





other remedies, and the damages may 
be increased by the court up to three- 
fold. Injunctive relief and other reme- 
dies are also provided for by the Lan- 
ham Act. By taking appropriate action 
with the Treasury Department, the 
registrant can enlist the services of 
the customs officers in barring the 
entry into the United States of goods 
bearing an infringing trademark.’® 
Another, and perhaps the most im- 
portant, advantage of Federal registra- 
tion under the Lanham Acct is that the 
registration constitutes notice of the 
owner's exclusive rights in the mark, 
and it follows that the owner may 
assert his rights against any infringer 
anywhere in the United States who 
commenced use of the mark subse- 
quent to the registration, without 
regard to the areas of actual use of the 
trademark by the owner thereof.'* In 
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other words, such a registration is 
truly national in scope. 

Any attorney at law in good stand- 
ing may practice before the Patent 
Office in connection with federal 
trademark registrations and applica- 
tions therefor, without any application 
for admission to practice or special 
qualifications. This is unlike the prac- 
tice before the Patent Office in con- 
nection with patents and related mat- 
ters, which requires a special admis- 
sion to so practice. Trademark prac- 
tice before the Patent Office is regu- 
lated by the Trademark Rules of 
Practice, established by the Commis- 
sioner of Patents under the authority 
of Congress.'? Due to the complica- 
tions thereof, however, such practice 
is usually conducted by attorneys 
specializing in this field of law. 

Trademarks and trademark registra- 
tions are important property rights. 
Frequently, they are the most valuable 
asset a client has in connection with 
his business. Too often they are over- 
looked or underrated by the client, 
and should receive closer attention by 
his attorney. 





See 15 U.S.C.A. §1124. 

“See Sterling Brewing, Inc. v. Cold Spring Brew- 
ing Corp., 100 F. Supp. 412 (D.C. Mass. 1951); 
Dawn Donut Co. v. Hart’s Food Stores, Inc., 267 F. 
(2d) 358 (2nd Cir. 1959); Roberts, “A New 
Trademark Manual” (1947) 129; 15 U.S.C.A. 
§1072; but see ae | Foods, Inc. v. Fairway 
Markets, Inc. 227 F. (2d) 193 (9th Cir. 1955). 

"Copies may be obtained from the Superintendent 
of Documents, U.S. Government Printing Office, 
Washington, D.C., for 30 cents each. 
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AN INTRODUCTION TO COPYRIGHT . . . from page 92 


course copy Keats’.”!* Yet, as the 
Hand quotation illustrates, although 
a copyright is less vulnerable to at- 
tack than a patent, the scope of its 
protection is likewise of a narrower 
dimension. Thus, a copyright is valid 
if the work is original although not 
novel. However, a copyright owner, in 
cla'ming an infringement, must prove 
not only similarity of the defendant’s 
work but also the act of copying by 
the defendant of the plaintiff's work. 
Usually no direct evidence of copying 
is available. Still, the trier of fact may 
infer such copying if both similarity 
and access (i.e., the opportunity to 
copy) are established. 


The issue of unlawful appropriation 
raises the question of the extent of 
protection against copying afforded by 
copyright of an admittedly protectible 
work. Clearly no one may make a 
word-for-word copy of a copyrighted 
work. Nor may liability be avoided 
merely by changing words here and 
there, if a substantial copying of the 
work occurs. On the other hand, a 
copyright owner may not complain if 
another merely copies the basic idea 
of his work without copying the form 
in which the idea is expressed. Ideas 
as such are not copyrightable, since it 
is felt that all progress in the arts is 
built upon prior ideas of others. No 
simple rule of thumb can be-offered as 
to how to recognize and draw the line 
between a mere idea which is not pro- 
tectible and the expression of the idea 
which is protectible. A sense of where 
the courts will draw this line in any 
future case can be achieved only 





"Sheldon v. Metro-Goldwyn Pictures Corp., 81 
F2d 49 (2d Cir. 1936). 

SE.g., Lloyd v. Witwer, 65 F2d 1 (9th Cir. 
1933); Malkin v. Dubinsky, 146 F. Supp. 111 
(S.D. N.Y. 1956). 

“Sayre v. Moore, 102 Eng. Rep. 139, 140 
(1785). 
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through the reading of previous cases 
where the line has been drawn.'* The 
courts in drawing this line have at- 
tempted an equitable balance be- 
tween two socially useful but anti- 
thetical interests. Lord Mansfield in 
1785 expressed the problem as well as 
it has ever been stated: 
“We must take care to guard 
against two extremes equally 
prejudicial; the one that men of 
ability, who have employed their 
time for the service of the com- 
munity may not be deprived of 
their just merits and reward for 
their ingenuity and labor; the 
other that the world may not be 
deprived of improvements nor 
the progress of the arts be re- 
tarded.”" 
A related problem is that suggested 


.you have talent as a 
writer and researcher ; 


. you want certainty of 
income; 


.. you desire the security 
afforded by employment 
with a long-established 
law book publisher ; 


. you would like te live 
and work in one of the 
world’s great cosmopoli- 
tan cities: 

... write to the Edi- 
torial Department of 
this company and ask 
about employment 
opportunities. 
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by the doctrine: of fair use. This en- 
visages the situation where there is a 
copying of the actual expression and 
not merely the idea of the copyrighted 
work, but where such copying is in- 
substantial quantitatively or qualita- 
tively. Thus, the quotation of a brief 
passage from a book, if included in a 
critical review, is a fair use and con- 
sequently not an infringement. No 
precise rule can be stated as to when 
in any given instance a copying will 
be held insubstantial and a fair use. 
In each case the courts consider the 
respective character of the two works 
(e.g., whether they are competitive ), 
the nature and object of the selections 
copied and the quantity and value of 
the materials used. 

Finally, a brief consideration of 
damages. In a common law copyright 
action the determination of damages 
is subject to the same rules as are 
applicable to any other form of per- 


sonal property. In an_ infringe. ent 
action brought under the fe: eral 
Copyright Act the plaintiff ma. re. 
cover either his actual damages or 
the profits received by the defen lant 
by reason of the infringement. | ‘ow- 
ever, if the plaintiff is unable to prove 
either actual damages or profits. he 
may nevertheless recover under a 
statutory scale of minimum and (in 
the absence of notice ) maximum cam- 
ages. With respect to most works 
$250.00 is the minimum award and 
$5,000.00 the maximum award _ per 
infringement. This in turn leads to 
nice questions as to how many in- 
fringements are contained in any 
given conduct by the defendant. 

This article can do no more than 
whet the legal appetite for a further 
exploration into this interesting field 
of law. Such an exploration will prove 
rewarding. 
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Queries From Our Readers 


»» Q. DONT You THINK it’s about 
time to run something in Brothers- 
in-Law besides fantastic firm names? 
—From Frank J. Kanne, Jr. 

A. Yes. 


Q. Many years ago, while in Fres- 
no, we had three outstanding lawyers: 
Wp, Wootey and Savace. Do I get 
the prizePp—From J. George Ohanne- 
son. 

A. Sorry, we're not running that 
sort of stuff any more. 


Q. Anent “Firm Fun’—how is this 
one: Fimvt, Gray, BARKER, BOWEN, 
LawLer, ALLEN, VAN Dyke & JUTTEN? 

Many years ago when I was in the 
trust department of the [former] Title 
Guarantee and Trust Company .. . I 
handled an important real estate 
transaction for that law firm. It made 
such an impression on my young mind 
that it has never left me. It was one of 
the half dozen top-flight law offices 
of Southern California and if I am 
not mistaken, the office of Fut & 
MacKay is as near a successor as there 
could be to such an eminent list of 
lawyers. Of course Oscar Lawler, the 
dean of the Southern California Bar, 
continues to carry on under the firm 
name of LAWLER, Feurx & HALL. 

I would be interested to know 
whether any other members of [Frv7, 
Gray, BarKER, et al.] are still in the 
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practice.—From Arthur W. Eckman, 
Boston, Massachusetts. 

A. We passed copies of Mr. Eck- 
man’s letter on to Oscar Lawler and 
to Ed Compton, senior partner at 
Fut & MacKay, and asked for help. 
The answer to Mr. Eckman’s specific 
question appears to be “No.” 

We also asked Messrs. Compton 
and Lawler for any information they 
could give us about the legal leviathan 
mentioned by Mr. Eckman. 

Ed Compton told us that certain 
early records relating to the predeces- 
sors of FLint & MacKay, which might 
permit an exact report, cannot be lo- 
cated. He probed the memory of a 
number of old-timers and pieced their 
recollections into the following story: 
In 1911 there were two firms prac- 
ticing in Los Angeles, one known as 
Allen, Van Dyke & Jutten and the 
other known as Gray, Barker, Lawler 
& Bowen, or by “some similar name”; 
that apparently Frank P. Flint, upon 
the expiration of his term as United 
States Senator, was the “catalyst” in 
the merger of the two firms; and that 
the merged firm practiced for a short 
time under the name F.int, Gray, 
BarKER, BowEN, LAWLER, ALLEN, VAN 
Dyke & Jutren, later shortened to 
Fiint, Gray & Barker; that Mr. Law- 
ler withdrew from the firm shortly 
thereafter and that some of the others 
“broke away” a little later; and that 
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from 1914 to 1919 the firm practiced 
under the name Fuiint & JuTTEN; and 
that it assumed its present name of 
Fiint & MacKay in 1920. 


Ed added that he couldn’t vouch 
for the early steps in the story and 
that his research was rather a waste 
of time since Oscar Lawler would un- 
doubtedly know the early history. 


Then came Oscar Lawler’s reply, in 
substance as follows: It seems there 
were two firms somewhat on the order 
of those recalled by Ed Compton’s 
old-timers, but they were (1) Lawler, 
Allen, Van Dyke & Jutten (not Allen, 
Van Dyke & Jutten) and (2) Gray, 
Barker & Bowen (not Gray, Barker, 
Lawler & Bowen). Mr. Lawler says he 
withdrew from the former before the 
two firms merged and that he was 
never a member of “the long-name 
firm.” 


We are sorry if this takes a little of 
the luster off Mr. Eckman’s memory, 
but Mr. Lawler should know; and two 
items reported by Ed Compton tend 
to support Mr. Lawler’s recollection. 
One is a record indicating FLInt, 
Gray & BaRKER was practicing in the 
(former) Title Insurance Building in 
1912. The other is the fact that the 
1913 Martindale-Hubbell Law Direc- 
tory lists Fuint, Gray & BarKER and 
shows it to consist of all the lawyers 
mentioned by Mr. Eckman except Mr. 
Lawler. 

o oO oO 


“The Boston Bar Foundation, origi- 
nally incorporated to pay appointed 
criminal defense counsel in unpopular 
causes, has branched out to other 
fields. Through private subscriptions 
it has given four scholarships of five 
hundred dollars each to Boston Col- 
lege, Boston University, Harvard and 
Suffolk Law Schools.” — Boston Bar 
Journal. 
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Trenchant Comment 

According to eye- and earwitnesse 
(interested no doubt, but neve: thea 
less of unimpeachable character ), this ¥ 
actually occurred on the Monday fol- 
lowing the last observance of All 
Saints Eve: 

As a legal stenographer, much given 
to eye shadow and other artificial aids § 
to allure, debouched from the elevator 
into the lobby of the Roosevelt Build- 
ing, the operator was heard to say to 
the starter, in a voice that may (or 
may not) have been louder than he 
intended: “Hey, Joe! Get a load of 
that. She doesn’t know Hallowe'en is § 
over.” 


oO 2 °° 


The Meanest Lawyer of the Year 

Our candidate for this distinction 
is the fellow who bought his wife a 
ticket for a church dinner ($1) on the 
night he went to the Association's 
Christmas Hi-Jinks ($10, without ex- 
tras). He comes from a good family 
and has heretofore had a good record, 
as far as we are aware, so there may 
be a chance for him to rehabilitate 7 
himself. Accordingly we are withhold- 
ing his name for the time being, but 
will keep an eye on him. As he knows, 7 
we are in a very good position to do 
just that. 

a ° = 

Investigating officer at accident: 
“Get the injured man’s name so we 
can tell his relatives.” 

Rookie cop (a few minutes later): 7 
“He says they already know his name.” 7 
—Salinas Californian 

o e Oo 

An old timer is one who remembers | 
when the wonder drugs were castor 
oil and camphor.—Miami Herald 

oO 2 = 

What most countries ask the United 
States is to be left a loan.—Fireman’s © 
Record : 


LOS ANGELES BAR BULLETIN 








